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REMARKS/ARGUMENTS 

Favorable reconsideration of this application, as presently amended and in light of the 
following discussion, is respectfully requested. 

Claims 1-26 are currently pending. Claims 1-16 and 22-23 have been amended by the 
present amendment. The changes to the claims are supported by the originally filed 
specification and do not add new matter. 

In the outstanding Office Action, Claims 1-26 were rejected under 35 U.S.C. §103(a) 
as unpatentable over Alsop et al. (U.S. Patent No. 6,795,829, hereinafter Alsop ) in view of 
Richman et al. (U.S. Patent No. 6,003,097, hereinafter Richman), and further in view of 
Thorne (U.S. Patent No. 5,832,191). 

With respect to the rejection of Claim 1 as unpatentable over Alsop in view of 
Richman , Applicants respectfully submit that the amendment to Claim 1 overcomes this 
ground of rejection. Amended Claim 1 is directed toward a method of monitoring a printing 
device connected to a network by a monitoring device, comprising: storing an initial 
manufacturer and initial model of the printing device; realizing a location of the printing 
device within the network; updating in a first database the location of the printing device; 
querying the printing device for an identity of a manufacturer of the printing device; 
updating in the first database the manufacturer of the printing device supplied by the printing 
device, if the querying for the identity of the manufacturer of the printing device is 
unsuccessful, the updating includes replacing the initial manufacturer with the manufacturer 
supplied by the printing device; querying the printing device, utilizing the identity of the 
manufacturer of the printing device, for the identity of a model of the printing device, if the 
querying of the printing device for the identity of the manufacturer of the printing device is 
successful; updating in the first database the identity of the model of the printing device 
supplied by the printing device, if the query for the identity of the model of the printing 
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device is successful, the updating includes replacing the initial model with the manufacturer 
supplied by the printing device; establishing a communication means for the printing device 
according to information stored in the first database after updating the manufacturer and 
model of the printing device; and sending the updated information to a second monitoring 
device via internet electronic mail. 

In a non-limiting embodiment of the claimed invention, the monitoring system obtains 
the manufacturer, model, and unique identifier from the monitored device, and updates a 
database to correct the manufacturer and model. The monitoring system will obtain the 
information and replace the values in the database to keep current the devices monitored by 
the system. 

Alsop describes a system for building and maintaining an information database of 
computer peripherals for network management and administration. Printer usage data is 
obtained for duty cycle and cost data for each printer. Configuration data for the printer is 
inputted by the user 1 or discoverable over the data network. 2 Printer configuration 
information will be stored in the printer information database and may be available for edit or 
change by users. An information database is built by summarizing the gathered usage and 
configuration data and performing calculations using the data. 4 

However, Alsop does not disclose or suggest that a monitoring system queries the 
printing device to obtain information about the printing device's location, manufacturer, 
model, and serial number (identity) and updates the database of the user entered information. 

Thus, Alsop does not disclose or suggest the claimed "querying the printing device for 
an identity of a manufacturer of the printing device; updating in the first database the 
manufacturer of the printing device supplied by the printing device, if the querying for the 

1 Alsop . col. 3, lines 50-60. 

2 Alsop . col. 7, lines 42-57. 

3 Alsop . col. 7, lines 60-64. 

4 Alsop . col. 8, lines 3-9. 
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identity of the manufacturer of the printing device is unsuccessful, the updating includes 
replacing the initial manufacturer with the manufacturer supplied by the printing device; 
querying the printing device, utilizing the identity of the manufacturer of the printing device, 
for the identity of a model of the printing device, if the querying of the printing device for the 
identity of the manufacturer of the printing device is successful; updating in the first database 
the identity of the model of the printing device supplied by the printing device, if the query 
for the identity of the model of the printing device is successful, the updating includes 
replacing the initial model with the manufacturer supplied by the printing device." 

Richman describes a system which collects device information for a computer system 
to allocate resources and to communicate with devices. The system relates to configuring 
devices for operation with a computer without user intervention. The system collects device 
information, obtains device drivers for the device, allocates computer resources, and loads the 
device driver (Figure 3). Device information obtained from the device is used to determine 
the primary device driver or compatible device driver to load onto the computer system. The 
device information is an identification code that is retrieved from the device ( Richman , 
column 36, lines 37 through 43). The identification code contains the Vendor ID, the serial 
number, and the checksum ( Richman , column 37, line 54 to column 38, line 21 and Table 2). 
Using the identification code, the primary device driver is loaded or a compatible device 
driver of highest priority ranking is loaded depending upon the computer system ( Richman , 
Figure 5 and column 24, line 41 to column 26 line 19). Richman discloses that the system 
makes a query for an identification code, and from the code determines the driver. The 
manufacturer and model information are not needed. Although the identification code may 
include the manufacturer and model information, Richman does not disclose or suggest that 
the manufacturer or model information is used to replace initial values of the manufacturer or 
model number stored in a database. 
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Furthermore, Thorne does not cure the above-noted deficiencies in Alsop and 
Richman . Thorne is directed toward a system that enables communication with a new 
printer. As part of the process of communicating with the printer, the printing device initiates 
communication with the network server to identify itself to the network server. The network 
server will store printer identification information included in the communication from the 
printer. Furthermore, the network server can communicate with the printer to obtain 
additional information. However, Thorne does not disclose or suggest that the printer is 
queried to obtain manufacturer and model information, and that the received manufacturer 
and model information are used to update a database and replace the initial manufacturer and 
the initial model information. 

Furthermore, the outstanding Office Action concedes that the combination of Thorne , 
Alsop . and Richman do not disclose or suggest that the updated information is sent to another 
monitoring device. Thus, Applicants respectfully submit that the combination of Thorne . 
Alsop . and Richman do not disclose or suggest the claimed "sending the updated information 
to a second monitoring device via internet electronic mail." The outstanding Office Action 
merely sets forth the unsupported and subjective conclusion that the concept of transferring 
configuration criteria is a well-known concept. 

In this regard, it is noted that substitution of an improper subjective conclusion as to 

knowledge in the art for concrete evidence of such knowledge relative to a core factual 

finding required for a determination of patentability is clearly improper. See In re Zurko . 59 

USPQ2d 1693, 1697-98 (Fed. Cir. 2001) as follows: 

Finally, the deficiencies of the cited references cannot be 
remedied by the fPTO'sl general conclusions about what is 
"basic knowledge " or "common sense" to one of ordinary skill 
in the art . As described above, the [PTO] contended that even if 
the cited UNIX and FILER2 references did not disclose a 
trusted path, "it is basic knowledge that communication in 
trusted environments is performed over trusted paths" and, 
moreover, verifying the trusted command in UNIX over a 
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trusted path is "nothing more than good common sense." Ex 
parte Zurko, slip op. at 8. We cannot accept these findings by 
the [PTO]. This assessment of basic knowledge and common 
sense was not based on any evidence in the record and, 
therefore, lacks substantial evidence support . As an 
administrative tribunal, the [PTO] clearly has expertise in the 
subject matter over which it exercises jurisdiction. This 
expertise may provide sufficient support for conclusions as to 
peripheral issues. With respect to core factual findings in a 
determination of patentability, however, the TPTOI cannot 
simply reach conclusions based on its own understanding or 
experience — or on its assessment of what would be basic 
knowledge or common sense. Rather, the [PTO] must point to 
some concrete evidence in the record in support of these 
findings . [Emphasis added.] 



The even more recent Lee decision by the Federal Circuit Court of Appeals ( In re Lee , 
61 USPQ2d, 1430, 1435 (2002)) is again noted to emphasize the need for the PTO to provide 
actual evidence on the record, not mere unsupported opinion, as follows: 

In finding the relevant facts, in assessing the significance of the 
prior art, and in making the ultimate determination of the issue 
of obviousness, the examiner and the Board are presumed to act 
from this viewpoint [that of the person of ordinary skill in the 
art to which the subject matter pertains]. Thus when they rely 
on what they assert to be general knowledge to negate 
patentability, that knowledge must be articulated and placed on 
the record . [Emphasis added.] 

The Lee court further specifically found it to be erroneous and arbitrary conduct for 
the PTO to attempt to resolve questions material to patentability by reliance upon "subjective 
belief and unknown authority" ( see In re Lee at 61 USPQ2d 1434) as is being done here. 
Also note the Kotzab court admonition (at 55 USPQ2d 1317) that "[b]road conclusory 
statements are not evidence." 

Accordingly, the PTO is called upon to present evidence of this asserted well known 
concept of transferring configuration criteria in the manner claimed as required by MPEP 
§2144.03. 
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In view of the above-noted distinctions, Applicants respectfully submit that amended 
Claim 1 (and any claims dependent thereon) patentably distinguish over Alsop , Richman . and 
Thome, taken alone or in proper combination. Claims 22 and 23 recited elements that are 
analogous to those of Claim 1. Thus, Applicants respectfully submit that Claims 22 and 23 
patentably distinguish over Alsop , Richman , and Thome , taken alone or in proper 
combination, for at least the reasons stated for Claim 1 . 

With respect to the rejection of Claim 24 as unpatentable over Alsop , Richman , and 
Thorne, Applicants respectfully traverse the rejection. Claim 24 is directed toward a method 
for a monitoring device to establish a communication means for a printing device connected 
to a network, including: querying the printing device for an identity of a manufacturer and an 
identity of a model of the printing device; establishing a communication means for the 
printing device using a communication means that is common to all printing devices if the 
querying of the printing device did not identify either the manufacturer or the model of the 
printing device; establishing a communication means for the printing device using a 
communication means that is common to all printing devices of the manufacturer of the 
printing device if the querying of the printing device identified the manufacturer of the 
printing device and the querying of the printing device did not identify the model of the 
printing device; and establishing a communication means for the printing device using a 
communication means that is particular to the model of the printing device if the querying of 
the printing device identified both the manufacturer and the model of the printing device. 

The outstanding Official Action merely identifies sections of the cited references that 
disclose communicating with a printer or a monitored device. These, however, are isolated 
disclosures with no teaching that there is any interrelationship among these features. There is 
nothing within the patents which would direct a person skilled in the pertinent art to make the 
selections necessary to formulate a composition having the specific combination of features 
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here claimed. Ex parte Osmond , 191 USPQ 334,336 (bd Pat App & Int 1973). However, 
Claim 24 recites a specific method of establishing communication with the printing device. 
There is no suggestion or motivation to combine the different communication means of 
Alsop , Richman , and Thome. Applicants note that the outstanding Office Action does not set 
forth a motivation to combine Alsop , Richman , and Thome. Thus, for at least this reason, the 
outstanding Office Action is deficient and a new rejection or notice of allowance must be 
issued. 

Furthermore, the references do not disclose or suggest the conditional nature of the 
establishing steps. For example, the method of Claim 24 accounts for situations when the 
query of the printer device does not return the manufacturer and model, does not return the 
model but returns the manufacturer, and does return both the manufacturer and model. None 
of the cited references disclose or suggest such a method. 

Furthermore, the three establishing steps recited in Claim 24 are different from each 
other. However, the outstanding Office Action is confusing in that is cites to the same 
portions of Alsop , Thome , and Richman for each of the three establishing steps. It is 
respectfully requested that if the present application is not allowed, that the PTO explain how 
three different claim elements can be interpreted in a same mariner so as to have a rejection 
supported by the same citations in the prior art. 

It is well established that each word of every claim must be given weight. See In Re 
Wilson . 424 F.2d 1382, 1385, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970). Further, it is well 
established that while the U.S. Patent and Trademark Office is to give claim language its 
broadest " reasonable " interpretation, this does not mean that the U.S. Patent and Trademark 
Office can completely ignore the understanding that the artisan would have of the claims 
obtained in light of the specification so as to ascribe a completely different meaning to the 
claim elements. See In Re Cortright 165 F.3d 1353, 1358, 49 U.S.P.Q. 2d 1464, 1467 (Fed. 
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Cir. 1999)' ("Although the PTO must give claims their broadest reasonable interpretation, 

this interpretation must be consistent with the one those skilled in the art would reach.") and 

In Re Okuzawa , 537 F.2d 545, 548, 190 U.S.P.Q. 464, 466 (C.C.P.A. 1976) citing In Re 

Royka, 490 F.2d 981, 984, 180 U.S.P.Q. 580, 582-83 (C.C.P.A. 1974) ("Claims are not to be 

read in a vacuum, and while it is true they are given the broadest reasonable interpretation 

during prosecution, their terms still have to be given the meaning called for by the 

specification of which they form a part."). 

In effect, the outstanding final rejection does little more than attempt to show that 

parts of the inventive combination of Claim 24 were individually known in other arts and to 

suggest that such a showing is all that is necessary to establish a valid case of prima face 

obviousness. The PTO reviewing court recently reviewed such a rationale and dismissed it in 

In reRouffet, 149 F. 3d 1350, 1357, 47 USPQ2d 1453, 1457-58 (Fed. Cir. 1998) as follows: 

As this court has stated, "virtually all [inventions] are combinations of old 
elements." Environmental Designs, Ltd. v. Union Oil Co., 713 F.2d 693, 698, 218 
USPQ 865, 870 (Fed. Cir. 1983); see also Richdel, Inc. v. Sunspool Corp., 714 
F.2d 1573, 1579-80, 219 USPQ 8, 12 (Fed. Cir. 1983) ("Most, if not all, 
inventions are combinations and mostly of old elements."). Therefore an examiner 
may often find every element of a claimed invention in the prior art. If 
identification of each claimed element in the prior art were sufficient to negate 
patentability, very few patents would ever issue. Furthermore, rejecting patents 
solely by finding prior art corollaries for the claimed elements would permit an 
examiner to use the claimed invention itself as a blueprint for piecing together 
elements in the prior art to defeat the patentability of the claimed invention. Such 
an approach would be "an illogical and inappropriate process by which to 
determine patentability." Sensonics f Inc. v. Aerosonic Corp., 81 F.3d 1566, 1570, 
38 USPQ2d 1551, 1554 (Fed. Cir. 1996). To prevent the use of hindsight based 
on the invention to defeat patentability of the invention, this court requires the 
examiner to show a motivation to combine the references that create the case of 
obviousness. In other words, the examiner must show reasons that the skilled 
artisan, confronted with the same problems as the inventor and with no 
knowledge of the claimed invention, would select the elements from the cited 
prior art references for combination in the manner claimed , [emphasis added.] 

There has been no such showing of those required reasons made in the final rejection for 

Claim 24. 
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In view of the above-noted distinctions, Applicants respectfully submit that Claim 24 

patentably distinguishes over Alsop , Richman , and Thorne, taken alone or in proper 

combination." Claims 25 and 26 recite elements that are analogous to those of Claim 24. 

Thus, Applicants respectfully submit that Claims 25 and 26 patentably distinguish over 

Alsop , Richman , and Thorne , taken alone or in proper combination, for at least the reasons 

stated for Claim 24. 

Consequently, in light of the above discussion and in view of the present amendment, 
the present application is believed to be in condition for allowance and an early and favorable 
action to that effect is respectfully requested. 



Respectfully submitted, 
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